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Application No. Applicant(s) 

09/469,494 DAVIS ET AL. 

Examiner Art Unit 

Paul J. Hirsch 3754 

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 1/3/02, 8/12/02 and October 23. 2002 . 
2a)^ This action is FINAL. 2b)D This action is non-final. 

3) \3 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) E3 Claim(s) 39-92 and 95-97 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) \3 Claim(s) is/are allowed. 

6) ^ Claim(s) 39-92 and 95-97 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)0 All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) K Information Disclosure Statement(s) (PTO-1449) Paper No(s) 24. 6) □ Other: 


Office Action Summary 


U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 


Office Action Summary 


Part of Paper No. 25 
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Reissue Applications 


A. 

608.01(j) Numbering of Claims 

37CFR 1 J 26. Numbering of claims. 

The original numbering of the claims must be preserved throughout the prosecution. When claims 
are canceled the remaining claims must not be renumbered. When claims are added, they must be 
numbered by the applicant consecutively beginning with the number next following the highest 
numbered claim previously presented (whether entered or not). When the application is ready for 
allowance, the examiner, if necessary, will renumber the claims consecutively in the order in which 
they appear or in such order as may have been requested by applicant. 

The numbering of claims is not in accordance with 37 CFR 1.126 which requires 
the original numbering of the claims to be preserved throughout the prosecution. When 
claims are canceled, the remaining claims must not be renumbered. When new claims 
are presented, they must be numbered consecutively beginning with the number next 
following the highest numbered claims previously presented (whether entered or not). 
Misnumbered claims 93-94 been renumbered 96-97. 
As a response to this action, claims 96-97 should be canceled as being redundant 
to claim 92 filed with the Amendment received January 3, 2002 and entered in 
conjunction with the amendment filed with the Petition to Withdraw the Holding of 
Abandonment filed October 23, 2002. As a result of the grant of Applicant's Petition to 
revive both Amendments filed January 3, 2002 (Amendment E) and October 23, 2002 
(Paper No. 22) have been entered. Claims 93-94 were canceled within the January 3, 
2002 Amendment upon their subject matter being incorporated in claim 92. Claims 93- 
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94 (and renumbered 96-97-See above) submitted with the Petition to revive is obviously 
not intended and should be canceled in response to this action. 

B. In accordance with 37 CFR 1.175(b)(1), a supplemental reissue oath/declaration 
under 37 CFR 1.175(b)(1) must be received before this reissue application can be 
allowed. 

1 . The Declaration filed March 2, 2001 is not specific to an error of the original 
patent as suggested by 1414 MPEP, Part II (reproduced below) rendering the 
original patent partially or wholly invalid or inoperative. 
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II A STATEMENT OF AT LEAST ONE ERROR WHICH IS RELIED UPON 
TO SUPPORT THE REISSUE APPLICATION (LE., THE BASIS FOR THE 
REISSUE). 

A reissue applicant must acknowledge the existence of an error in the specification, 
drawings, or claims, which error causes the original patent to be detective. In re Wilder, 
736 F.2d 1516, 222 USPQ 369 (Fed. Cir. 1984). A change or departure from tlie 
original specification or claims represents an "error" in the original patent under 35 
U. S.C. 25 1 . See MPEP § 1402 for a discussion of grounds for filing a reissue that may 
constitute the "error" required by 35 U.S. C. 25 1 . Not all changes with respect to the 
patent constitute the "error" required by 35 U.S. C. 25 1 . 

Applicant need only specify in the reissue oath/declaration one of the errors upon which 
reissue is based. Where applicant specifies one such error, this requirement of a reissue 
oath/declaration is satisfied. Applicant may specify 7 more than one error. 

Where more than one error is specified in the oath/declaration and some of the 
designated "errors" are found to not be "errors" under 35 U.S.C. 25 1, any remaining 
error which is an error under 35 U.S.C. 25 1 will still support the reissue. 

The "at least one error" which is relied upon to support the reissue application must be 
set forth in the oath/declaration. It is not necessary, however, to point out how* (or when) 
the error arose or occurred. Further, it is not necessary to point out how (or when) the 
eiTor was discovered. If an applicant chooses to point out these matters, the statements 
directed to these matters will not be reviewed by the examiner, and the applicant should 
be so informed in the next Office action. All that is needed for the oath/declaration 
statement as to error is the identification of "at least one error" relied upon. 
In identifying the error, it is sufficient that the reissue oath/declaration identify a single 
word, phrase, or expression in the specification or in an original claim, and how 7 it renders 
the original patent wholly or partly inoperative or invalid. The corresponding corrective 
action which has been taken to correct the original patent need not be identified in the 
oath/declaration. If the initial reissue oath/declaration "states at least one error" in the 
original patent, and, in addition, recites the specific corrective action taken in the reissue 
application, the oath/declaration would be considered acceptable, even though the 
corrective action statement is not requir ed. 

It is not sufficient for an oath/declaration to merely state "this application is being filed to 
correct errors in the patent which may be noted from the changes made in the 
disclosure." Rather, the oath/declaration must specifically identify an error. In addition, it 
is not sufficient to merely reproduce the claims with brackets and underlining and state 
that such will identify the error. See In re Constant, 827 F.2d 728, 729, 3 USPQ2d 
1479 (Fed. Cir.), cert, denied, 484 U.S. 894 (1987). Any error in the claims must be 
identified by reference to the specific claim(s) and the specific claim language wherein lies 
the error. 
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Claims 39-92 and 96-97 are rejected as being based upon a defective reissue 
declaration under 35 U.S.C. 251. See 37 CFR 1.175. The nature of the defect is set 
forth above. 

Receipt of an appropriate supplemental oath/declaration under 37 CFR 
1.175(b)(1) will overcome this rejection under 35 U.S.C. 251 . An example of acceptable 
language to be used in the supplemental oath/declaration is as follows: 

"Every error in the patent which was corrected in the present reissue application, and is not covered by 
.a prior oath/declaration submitted in this application, arose without any deceptive intention on the part 
of the applicant." 

3.73(b) STATEMENT 

This application is objected to under 37 CFR 1 .172(a) as lacking the written 
consent of all assignees owning an undivided interest in the patent. The consent of the 
assignee must be in compliance with 37 CFR 1.172. See MPEP § 1410.01. 

A proper assent of the assignee in compliance with 37 CFR 1.172 and 3.73 is 
required in reply to this Office action. 

This application is objected to under 37 CFR 1 .172(a) as the assignee has not 
established its ownership interest in the patent for which reissue is being requested. An 
assignee must establish its ownership interest in order to support the consent to a 
reissue application required by 37 CFR 1.172(a). The assignee's ownership interest is 
established by: 
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(a) filing in the reissue application evidence of a chain of title from the original 
owner to the assignee, or 

(b) specifying in the record of the reissue application where such evidence is 
recorded in the Office (e.g., reel and frame number, etc.). 

The submission with respect to (a) and (b) to establish ownership must be signed 
by a party authorized to act on behalf of the assignee. See MPEP § 1410.01. 

An appropriate paper satisfying the requirements of 37 CFR 3.73 must be 
submitted in reply to this Office action. 

1. An examination of the 37 CFR 3.73(b) Statement appears inconsistent in that 
establishment of the chain of title has not bee established from Davis et al to 
Sussex Plastics, Inc. to Rexam Cosmetic Packaging. It is not clear that the 
person signing has a relationship to or from Sussex Plastics, Inc. 

C. The original patent, or a statement as to loss or inaccessibility of the original 
patent, must be received before this reissue application can be allowed. See 37 CFR 
1.178. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul J. Hirsch whose telephone number is 703-308- 
1 148. The examiner can normally be reached on M-F from 7:30 AM to 4:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gene Mancene, can be reached on (703) 308-2696. The fax phone 
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number for the organization where this application or proceeding is assigned is 703 872 
9302, and for After Finals. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703 308- 
0858. 


pjh 

September 23, 2003 



Primary Examiner 


